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Office Action Summary 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION ^ g ^ be (|mely fi|ed 

Pensions of time may be available under the provisions of 37 CFR 1.136(a). 
" eaVnKSerr, adjustment. See 37 CFR 1 .704(b). 

Status 

1)Q Responsive to communication(s) filed on 26Se£fember2002 . 
r-i f ■ final 2b)D This action is non-final. 

j Disposition of Claims 

I 4)Q Claim(s) 1^24 is/are pending in the application. 

j 4 a) Of the above claim® is/are withdrawn from consideration. 

| 5)D Claim(s) is/are allowed. 

I 6)D Claim(s) is/are rejected. 

I 7)D Claim(s) is/are objected to. 

8)0 Claim(s) m are subject to restriction and/or election requirement. 
Application Papers 

90 The specification is objected to by the Examiner. 

I „,□ The drawings) filed on is/are: a)D accepted or b) D objected to by the Examiner. 

Applicant may not request that any objects to the draw,ng(s) be held ,n abeyance. See 37 CFR 185(a). 

r, Q Hon is- a^n aDoroved b)D disapproved by the Examiner 

I I )□ The proposed drawing correction filed on is. a)U approvea ujlj 

If approved, corrected drawings are required in reply to this Office action. 
12)D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C.§§ 119 and 120 

13,D Acknowledgment is made of a Cairn for foreign pnonty under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)DAII b)D Some*c)D None of: 

1 □ Certified copies of the priority documents have been received. 

2 □ Certified copies of the priority documents have been received in Application No. . 

3D Copies of the certified copies of the pnonty documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

a) □ The translation of the foreign language provisional apphcation has been receded 
15)Q Acknowledgment is made of a claim for domestic prionty under 35 U.S.C. §§ 120 and/or . 

Attachment(s) ^ g |ntemew Summary (pT0 . 41 3 ) Paper No(s) 

1) □ Notice of References Cited (PTO-892) ._. |nforma| pa , ent Application (PTO-152) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948 & LJ 

3) □ information Disclosure Statement^) (PTO-1449)Paper No(s) ^ ^)U™^^^ 

r-=z — ~ Part of Paper No. 8 

J S Pa-ent and Trademark Office Ac , jon Summa ry 

PTO-326 (Rev 04-01 



Application/Control Number: 10/039,836 
Art Unit: 1638 

Election/Restrictions 

, The amendments to the claims filed 26 September 2002 were entered However, the 
amendments to the specification were no, entered, because indtvidual substitute specification 
lines do not comply with proper amendment format as dictated by revised 37 CFR I 121 
Appltcan, should amend the specification by presenting individual replacement paragraphs, 
together with instruct.ons as to the paragraph to be replaced, as well as a marked-up copy of the 
paragraph showing the changes. 

2. Restriction to one of the following inventions is required under 35 U.S.C 121: 

I. Claim 1 , drawn to a protein, classified in class 530, subclass 300. 

II. Claims 2-6 and 8-17, drawn to a nucleic acid encoding SEQ ID NO 2, constructs 
and vectors comprising that nucleic acid, cells and plants transformed with the 
nucleic acid, a method of using the nucleic acid to modulate disease resistance in 
a plant and a method of using it to modulate the level of a protein in a plant, 
classified in class 800, subclass 301. 

III. Claim 7, drawn to a DNA construct comprising a nucleic acid encoding SEQ ID 
NO:2 operably linked to a promoter of SEQ ID NO:3, classified in class 435, 
subclass 320.1. 

IV. Claims 1 8-24, drawn to a promoter of SEQ ID NO 3, constructs and vectors 
comprising that promoter, cells transformed with the vector, and a method of 
using the promoter to regulate the expression of a nucleic acid in a plant, 
classified in class 536, subclass 24. 1 

The inventions are distinct, each from the other because of the following reasons: 
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lnv e„,,on , is unrelated ,o inventions H-1V. Inventions are unrelated if,, can be shown 

different functions, or different effects (MPEP § 806.04, MPEP 5 808.01). in the instant case, 
the dtfferen, inventions have different modes of operation and different functions. DNA and 
protein differ in composition, structure and function 

.nvention Iff and inventions 11 and IV are refated as combinatton and subcombination, 
Inv e„,,ons in this re,at,onsh,p are disttnc, if it can be shown that (1) the combination as c.atmed 
does not reuuire the particulars of the subcombtna.ion as e.atmed for patentability, and (2) that 
the subcombtnation has utility by itself or in other combinations (MPEP § 806.05(c)). In the 
instant case, the combmation as clatmed does no, require the part.culars of the subcombtnation 
as claimed because the presence of each of the subcombinations separately clatmed serves as 
evidence that the eombmation does not rely solely upon any single subcombtnation as claimed 
for its patentability The subcombinations have separate utilities such as modulating dtsease 
resistance in a plant or regulating the expression of a nucleic acid of interest. 

inventions II and IV are related as subcombinations disclosed as usable together in a 
single combination The subcombtnations are distinct from each other if they are shown to be 
separately usable In the instant case, mvention I has separate utility such as modulating d.sease 
resistance in a plant, and invention II has separate utility such as regulating the expression of a 
nucleic acid of interest See MPEP § 806 05(d). 

Because these inventions are distinct for the reasons given above and have accoutred a 
separate status in the an because of their recognized divergent subject matter, fields of search, 
and classification, reaction for examination purposes as indicated is proper 
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Applicant is advised that the reply to this requirement to be complete must include an 
election of the invention to be examined even though the requirement be traversed (37 CFR 
1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application Any amendment of inventorship must be accompanied by a petition under 37 
CFR 1 48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

3 Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anne R. Kubelik whose telephone number is (703) 308-5059. 
The examiner can normally be reached Monday through Friday, 8 3 am - : 5J0 pm. 

If attempts to reach the examiner by telephone are unsuccessful the examiner s 
supervisor, Amy Nelson, can be reached at (703) 306-3218 The ax phone numbers he 
organization where this application or proceeding is assigned are (703) 872-9306 for regular 
communications and (703) 872-9307 for After Final communications. 

communications^ ^ ^ ^ ^ ^ ^ ^ ^ rf ^ Qf proceedmg 

should be directed to Customer Service at (703) 308-0198. 

Anne R. Kubelik, Ph.D. / • a 

December 2, 2002 , , 



